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DETAILED ACTION 

Response to Arguments 

Applicant's arguments filed 4/21/10 have been fully considered but they are not 
persuasive. 

Regarding applicant's argument for claim 1 that Hansen does not teach attributes 
for the media upon which images are recorded, examiner disagrees. Hansen clearly 
states in column 12, lines 1-4 that job attributes include "the general media type or 
color" thereby explicitly teaching the disputed limitation. Therefore the current rejection 
stands. 

Regarding applicant's argument that Hansen does not teach icons pertaining to 
attributes, examiner disagrees. Hansen states in column 8, lines 59-61 that "GUI 
interface, documents, tickets and other entities and operations are visually 
represented ... such as with icons", thereby establishing that any visual interactions with 
the display can take place through the use of icons and could be applied to the attribute 
selection detailed in column 6, lines 55-60 and column 12, lines 1-4. Therefore Hansen 
teaches the disputed feature and the current rejection stands. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility" (Official Gazette notice of 22 November 2005), Annex 
IV, reads as follows: 
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In contrast, a claimed computer-readable medium encoded with a computer program is a 
computer element which defines structural and functional interrelationships between the 
computer program and the rest of the computer which permit the computer program's 
functionality to be realized, and is thus statutory See Lowry, 32 F.3d at 1583-84, 32 USPQ2d at 
1035. 

Claims that recite nothing but the physical characteristics of a form of energy, such as frequency, 
voltage, or strength of a magnetic field, define energy or magnetism, per se, and as such are 
nonstatutory natural phenomena. O'Reilly, 56 I.S. (15 How.) at 112-14. Moreover, it does not 
appear that a claim reciting a signal encoded with functional descriptive material falls within any 
of the categories of patentable subject matter set forth in Sec. 101 . 

. . .a signal does not fall within one of the four statutory classes of Sec 1 01 . 

...signal claims are ineligible for patent protection because they do not fall within any of the four 
statutory classes of Sec. 101 . 

Claim 13 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter as follows. Claim 13 is drawn to functional 
descriptive material recorded on one or more computer readable media. A computer 
readable medium can be defined as encompassing statutory medium, but it also 
encompasses non-statutory subject matter such as a signal or carrier wave. 

A "signal" embodying functional descriptive material is neither a process nor a 
product (i.e., a tangible "thing") and therefore does not fall within one of the four 
statutory classes of §101 . Rather, "signal" is a form of energy, in the absence of any 
physical structure of tangible material. 

Because the full scope of the claim encompasses non-statutory subject matter, 
the claim as a whole is non-statutory. The examiner suggests amending the claim to "a 
non-transitory computer readable recording medium having recorded therein a 
program". Any amendment to the claim should be commensurate with its 
corresponding disclosure. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

1 ) Claims 1 , 5, 8-1 0 and 1 3 are rejected under 35 U.S.C. 1 02(e) as being 
anticipated by U.S. patent 6,509,974 by Hansen. 

2) Regarding claims 1,10 and 1 3, Hansen teaches an apparatus for generating a 
workflow for making image recording media recorded with images expressed by page 
data from the page data described in page description language, comprising: a 
designator for designating attributes of the image recording media constituting finally 
resulting matter resulting due to processing based on the workflow to be created 
(column 6, lines 20-60; figures 2 and 4; specifically lines 55-60 detailing attribute 
selection); and a workflow creator for creating the workflow by deciding upon processes 
required in order to make the image recording media and parameter values for the 
required processes based on attributes designated by the designator (column 11, line 
64 - column 12, line 2; figures 2 and 4; the "tickets" which control the workflow operation 
can be interpreted as the workflow itself): and a ticket creator for creating a job ticket 
indicating content of processes required to make the image recording media based on 
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the workflow created by the workflow creator (column 4, lines 46-51 ; figures 2 and 4); a 
display having a prescribed screen (figure 4); a pointing device operated by a user for 
designating positions of the screen (column 8, lines 64-65); and a display controller 
(column 3, line 22; display program detailed by Hansen is for use on PCs 1 1 4 and 1 1 6, 
for example, that have inherent controllers to be able to display GUI's such as figure 4), 
wherein the workflow creator comprises: a rule storage unit for storing rules, bringing 
processes required to construct the workflow and parameter values for the processes 
into correspondence with each attribute selectable for the image recording media, for 
creating the workflow for making the image recording media, in advance (column 18, 
lines 51-56; figures 2 and 4; in example cited in Hansen the processes would be the 
selection/printing of the particular resource, and the "parameter values" would include 
whatever standard values the special attributes would inherently have to be converted 
to for the job to be printed on the particular chosen resource); an environmental 
information storage unit for storing in advance environmental information indicating an 
environment relating to each processor module for executing each process capable of 
being selected for making the image recording media (column 18, lines 46-51; a 
capability that is not available on the printers or a queue that is too big is "environment 
information" as defined by applicant's specification); and a process content decider for 
deciding upon a processor module required to make the image recording media and 
parameter values for the required processor modules based on attributes designated by 
the designator by referring to the rules and the environmental information based on the 
attributes designated by the designator (column 18, lines 45-53; "resource allocator" is 
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the process content decider); the display controller displays a plurality of icons 
indicating the respective attributes selectable for the image recording media constituting 
the finally resulting matter at the display (column 8, lines 59-62 states that "GUI 
interface, documents, tickets and other entities and operations are visually 
represented ... such as with icons", thereby establishing that any visual interactions with 
the display can take place through the use of icons and could be applied to the attribute 
selection detailed in column 6, lines 55-60 and column 12, lines 1-4); the designator 
registers an attribute indicated by a selected icon as an output requirement when one of 
the plurality of icons is selected due to an operation of the pointing device (column 12, 
lines 1-16; global and job level attributes can be registered; point and click can be used 
for selection as previously noted in column 8, lines 64-65); the workflow creator creates 
a workflow based on attributes registered as output requirements (column 1 1 , line 64- 
column 12, line 2; workflow is the sum of parameters and attributes of a job); the 
attributes designated as attributes of the image recording media by the designator 
include at least one of the type of image recording media to be made as the finally 
resulting matter, number of items, size, variety of colors, presence or absence of a trap, 
and imposition method (column 12, line 3 teaches at least the type of recoding media); 
and when the workflow creator creates a workflow, the display controller displays the 
created workflow at the display (figure 4; column 12, lines 56-62). 
3) Regarding claim 5, Hansen teaches the apparatus of claim 1 , wherein: the 
display controller displays a first area displaying a plurality of icons indicating the 
respective selectable attributes (figure 4, item 302), a second area displaying icons 
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indicating attributes registered as output requirements (figure 4, item 306), and a third 
area displaying the created workflow in a distinguishable manner at the screen (figure 4, 
item 306); and when one of the icons displayed at the first area is dragged and dropped 
to the second area by the pointing device, the designator registers the attribute 
indicated by the dragged and dropped icon as an output requirement (column 16, lines 
53-65). 

4) Regarding claim 8, Hansen teaches a printing and prepressing manufacturing 
system comprising the apparatus of claim 1 and further comprising an executor for 
executing processing on the page data based on the workflow created by the workflow 
creator so as to make the image recording media with attributes designated by the 
designator (column 12, lines 31-46). 

5) Regarding claim 9, Hansen teaches a printing and prepressing manufacturing 
system comprising the apparatus of claim 1 and further comprising: a ticket storage unit 
for storing tickets generated by the ticket creator (figure 2, item 204), and an executor 
for issuing tickets saved at the ticket storage unit when new page data is obtained and 
executing processing of the content indicated by the issued ticket on the new page data 
so that the image recording media having attributes designated by the designator is 
made (column 4, lines 46-51). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7) Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. patent 6,509,974 by Hansen. 

8) Regarding claim 6, Hansen teaches the apparatus of claim 5, wherein: when one 
of the icons registered as an output requirement displayed in the second area is clicked 
using the pointing device, the display controller separately displays an operation screen 
for setting detailed content for the attribute indicated by the clicked icon at the display, 
and the designator registers detailed content set based on user operations of the 
separately displayed operation screen as output requirements (column 10, lines 23-38). 

Hansen does not specifically teach double-clicking. 
Examiner's official notice in a previous action has gone unchallenged and 
therefore double clicking is considered well known. 

9) Regarding claim 7, Hansen teaches the apparatus of claim 1 , wherein when one 
of the plurality of icons indicating the respective selectable attributes is clicked by the 
pointing device, the designator registers the attribute indicated by the clicked icon as 
output requirements (column 10, lines 23-38). 

Hansen does not specifically teach double-clicking. 
Examiner's official notice in a previous action has gone unchallenged and 
therefore double clicking is considered well known. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BENJAMIN O. DULANEY whose telephone number is 
(571)272-2874. The examiner can normally be reached on Monday - Friday (10am - 
6pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on (571)272-7437. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Benjamin O Dulaney/ 
Examiner, Art Unit 2625 



